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Office Action Summary 



Application No. 

09/417,135 



Examiner 

Julian A. Mercado 



tpplicant(s) 

MIURA ET AL 



Art Unit 

1745 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 09 August 2002 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 36-50 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

1 3) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s). 



2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) 12. 17 . 



5) D Notice of Informal Patent Application (PTO-152) 

6) D Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Remarks 



This Office Action is responsive to Applicant's amendment filed August 9, 2002. 



Continued Examination Under 37 CFR 1.114 



A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on August 9, 2002 has been entered. 



The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 36-50 are rejected under 35 U.S.C. 102(e) as being anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Miura et al. (U.S. Pat. 5,96^681)^ 



The rejection is maintained for the reasons of record as previously applied to claims 1-5 
and 7-18. A reiteration here follows. Miura teaches a repeating unit derived from propylene 
oxide [I], a repeating unit copolymer derived from ethylene oxide [II], and monomers [III] and 
[IV] noticeably identical to instant formulas (III-l) and (III-2). (col. 2 line 4-30) 



Claim Rejections - 35 USC § 102 
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The presect invention provides ft polyester copolymer 
S having a repeating structural raiij comprising 5 to 9S% by 
rsol of a monomer of else for arala (1), 95 to 5^ by aol cf a 
monoinci of the formula (10 esd 0 to 15% by mol cf a 
monomer of the formula (III) or (IV) as & crosslinking 
ecfflpoaect; the copolymer hav:ng & weight -average 
^ rsolecular weight within to range from 10* so 10 T : 

C^- CH— CH 3 - O -f CH — CH;- O^s-a 1 

o 



(IV) 

CHj — CH — R* 

CHa ^ife 
N CH— CH 

V 



The claimed range of "3 to 30% by mol of a repeating unit derived from propylene 
oxide" is anticipated by Miura to the extent that the disclosed range of 5 to 95% overlaps 
therewith. 

As to a plasticizer, Miura teaches a plasticizer such as an aprotic organic solvent, inter 
alia. (col. 3 line 6-10) 

A material having remarkably excellent ionic cos^icttv- 
ity can be obu&tcd by iflCorporaUng a piasiicizsr selected 
from an aprotic organic solvent, cr -a ^crivadvc or & metal 
salt of a linear or brax&ched polyaikytens glycol or £ metal 
salt of the derivative into a polymer solid electrolyte, 

Applicant has submitted claims which are noted to be in product-by-process format. 
While the process limitations have not been given patentable weight as they fail to further limit 
the product claim, the prior art product appears to be the same or only slightly different from the 
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claimed product since the prior art similarly teaches a ring polymerization catalyst, (col. 5 line 4- 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 



Claims 36-50 are rejected under 35 U.S.C. 102(a) as being anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Miura et al. (WO98/07772) 



The examiner relies on U.S. Patent 6,1^563^whieh is an equivalent of the abovecited 
document. 

Miura teaches a repeating unit derived from propylene oxide [I], a repeating unit 
copolymer derived from ethylene oxide [II], and monomers [III] and [IV] noticeably identical to 
instant formulas (III- 1 ) and (III-2). (see claims 1 and 3) 

As to a plasticizer, Miura teaches a plasticizer such as an aprotic organic solvent, inter 
alia. (col. 2 line 13-17) 



18) 



The polymerization melted for obtakang the polye$h*r 
copolymer used in the present invention is i polvmeiization 
method for obtaining a copolymer by the- ring opening 
reaction qz the cibyfcae <™fc portion, whish is Ascribed in 
Japanese Patent Kokai Publication Nos, 1S473671S88 and 
169823/1987 (Tfee dlsciosuire of which. Is incorporated 
herein by reference). That is, at is Qbtsine^ by reacting ths 
monomer* CQrrapcndrng to the formulas (!) and (II) and 
crosslinking reactive monomer corresponding lo the Ibrmuk 
(21) ** the reaction saapmm& of 10 to 80* C un&f 
stirring, using a estilyst mainly composed of an 
orgsnoalummimim, & catalyst mainly composed cf an 
organozEnc, an organo tin-phosphate ester condensate 
catalyse * as a rsng-openiag pQlymeriza&m catalyst in the 
presence er absence of a solvent. Ia case of using sn oxirane 
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(3) a piasdciier selected from the group coasting of an 
aprctic organic solvent, and a derivative or metal salt of 
a straight-chaia or branched polya&ykne glycol hav- 
ing a mimb*r-ave?age molecular weight of 5)0 to 5,000 
or 4 metal salt of the derivative 



As Applicant has submitted claims in product-by-process format, the process limitations 
have not been given patentable weight as they fail to further limit the product claim. 
Notwithstanding, the prior art product appears to be the same or only slightly different from the 
claimed product since the prior art similarly teaches a ring polymerization catalyst, (col. 3 line 3- 



Claims 36-50 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-28 of U.S. Patent No. 5,968,681 to Miura 
et al. 

Claims 36-50 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1, 3, 9, 1 1 and 13 of U.S. Patent No. 
6,162,563 to Miura et al. 

Regarding the above, although the conflicting claims are not identical, they are not 
patentably distinct from each other because the instant weight percentages of each of the 



45) 




Tht poijTrtenzadon reactiaa csb be conducted as follows. 
That is, the polyetfcer copolymer can be obtained by rcacfeg 
tbc ic&pcc&ve- monomers at the reaction tempera toe of 10 to 
S0 C C* under sHrriagj, using t caulyst mainly composed of 
£zl arganoalumiimm, s. catalyst naaMy composed of a& 
orgaaozinc, an ©rganotiE-pfcospfca&e ester condensate 
cafRlysV c$c» as a ring opening catalyst in the presence or 
absence of a solvent. Hie organatiB^lsoaphaEe ester cor^ 
Ornate cdialyisi is particularly preferable ia view of the 
polymerization degree, or properties of the resuMng copoly- 
mer. In the polym&nzation reac&cc, the reactive functional 
group does not read so &at a copolymer having the readier 
faction*! group is obiaised. 



Double Patenting 
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monomers in the electrolyte would have been obvious to the skilled artisan; absent of unexpected 
results, it is asserted that the weight percentages of the monomers are recognizably optimizable 
parameters for a result-effective variable such as the parent polymer's adhesive properties. In re 
BoescK 617 F.2d 272, 205 USPQ 215 (CCPA 1980) 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Response to Arguments 
Applicant's arguments filed June 10, 2002 as incorporated by reference in the present 
amendment have been fully considered, however, they are not persuasive. 
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Applicant submits that the residue of the monomer of formula (I) [emphasis added] in 
Miura is not found in the instant "polyether copolymer" of the claimed invention. This argument 
is not persuasive, as the scope of the present claims is noted to be open-ended, does not preclude 
any such residue from being contained in the polyether copolymer (I), and is absent of any 
limitation that delineates the claimed invention from any alleged residue present in the prior art. 
Additionally, should this residue result from the ring-opening polymerization reaction now 
claimed, this line of argument would be outside the scope of the presently claimed product as it 
is more closely relevant to a process-of-making limitation. 

Applicant submits that as defined in claim 19 (to the extent that it may be applicable 
towards new independent claim 36) a monomer of formula (I) disclosed in Miura is not obtained. 
This argument is not persuasive, as it contradicts the claimed invention's recitation of a polyether 
copolymer (I) as part of the solid polymer electrolyte which is similar if not patentably identical 
to the monomer of formula (I) disclosed in Miura. 

As to the previous double-patenting rejection, Applicant submits that the rejection relied 
on the disclosure of Miura. In reply, the examiner submits that the double-patenting rejection as 
set forth in the May 23, 2001 Office Action solely relied on the patented claims of U.S. Patent 
5,968,681 to Miura et al. (hereinafter Miura '681) while merely citing lothe disclosure in the 
March 7, 2002 Office Action as evidence to support the examiner's position in response to 
Applicant's request thereof. The present rejection based on Miura '681, however, invites 
Applicant to submit unexpected results to refute the examiner's present position that the weight 
percentages of the monomers are recognizably optimizable parameters for a result-effective 
variable. 
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Conclusion 

JP 62-169823 has been considered by the examiner as an English-language equivalent of 
RE 33,967, as indicted in the August 9, 2002 IDS, i.e. the "first" IDS which is noted to be a 
duplicate submission of IDS filed June 7, 2002. Applicant's clarification of the non-compliance 
issue raised by the examiner is gratefully acknowledged. The "second" IDS (submitted with the 
same date) cites WO97/39055, however, this document is presently not considered as it lacks an 
English-language translation, Abstract or statement of relevance. JP 7-206936 cited in the 
second IDS has been considered but only to the extent that only the Abstract is submitted with an 
English-language translation. 

The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. U.S. Patent 6,159,389 to Miura et al. is cited as a related document. U.S. Pat. 
5,755,985 to Vallee et al. is cited of cumulative relevance. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julian A. Mercado whose telephone number is (703) 305-051 1. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan, can be reached on (703) 308-2383. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-3599 for regular 
communications and (703) 305-3599 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 
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